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1. The response of the applicant has been read and given careful consideration. Responses 
to the arguments relating to the rejection are presented after the first rejection to which they are 
directed. The amendment to the specification is accepted. Rejections of the previous office 
action, not repeated below are withdrawn based upon the amendment and accOompaniying 
arguments. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: . 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

This claim should state that the two heterocyclic rings are both benzoxazole. The current 
claims mostly repeat limitations in claim 1 and adds only that the heterocyclic groups are the 
same. Claims 1 limits this case to where they are both benzoxazole. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-3,5 and 8-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
10-1 88339, in view of Sano et al. JP 06-044608. 

JP 10-188339 teaches the use of cyanine dyes including indolene, benzodiazole and 
benzooxazole dyes embraced by formula I, where A moeties form a phenyl or naphthyl ring, the 
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counterfoils can be halogen and the like. The N substituents can be Ci-6 alkyl. [0007,0016,0033- 
0034]. Formula (3) is a benzodiazole trimethine dye, formula (4) is a indolenic trimethine dye, 
and formula (5) is a benzooxazole trimethine dye, where the N substitutents are methyl or ethyl 
and the counterion is iodine. [0043]. In the examples 1-4, a polycarbonate substrate is coated 
with the dye layer, a gold reflective layer and a UV curing layer applied [0041]. In example 4, 
dye 4, (of formula 5) is used. [0042-0043]. The use of inorganic layers as interference or solvent 
resistance layers is disclosed [0036-0037]. 

Sano et al. JP 06-044608 teaches a dielectric layer (31) formed on the recording layer (2) 
and another dielectric layer (32) between the reflective layer (4) and the UV curable layer (5). 
The dielectric layers are inorganic films [001 1] and increases the adhesion between the layers of 
the media and prevents damage due to high humidity/temperature [0004-0006,0014]. The 
recording layers can be cyanine dyes [0009]. 

It would have been obvious to one skilled in the art to modify example 4 of JP 10-188339 
by adding dielectric layers on one of both sides of the reflective layer as taught by Sano et al. JP 
06-044608 with a reasonable expectation of increasing the adhesion between the layers and 
preventing damage to the medium based upon humidity/temperature based upon the direction to 
the use of inorganic layers within JP 10-188339 at [0036-0037] and the discussion of cyanine 
dyes in both of the references. Further, it would have been obvious to one skilled in the art to 
modify the resulting example by replacing the N alkyl groups with butyl based upon the 
disclosure of equivalence for the alkyl groups at [0017]. 

Claim 1 does not require that the light transmitting layer be directly in contact with the 
dielectric layer nor does it state that the medium is capable of being recorded and/or reproduced 



Application/Control Number: 10/657,205 Page 4 

Art Unit: 1756 

thereon with laser light of 390-420 nm incident upon the light transmitting layer surface. The 
claims merely set forth a material limitation for the light transmitting layer and does not speak to 
the remainder of the medium. With respect to the limitations regarding the refractive index, 
these are inherent properties of the dyes and while the media must have a reasonable expectation 
of functioning with a laser within the 380-420 nm wavelength range, the claims to the article 
embrace the media irrespective of what wavelength they are used with. 

The applicant argues the test data. The examiner notes that the dye of formula (5) in 
section [0043] of JP 10-188339is identical to dye AA-1 Of the instant specification. Further the 
articles claims are not limited to use with a particular laser or wavelength. 
6. Claims 1-3,5,6 and 8-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 10-188339, in view of Sano et al. JP 06-044608, further in view of Sato et al. '839. 

Sato et al. '839 teach the increase in the solubility of cyanine dyes when the N 
substiuents are different from one another (abstract and 2/4-15). The addition of stabilizers 
(quenchers) to recording layers is disclosed as enhancing the stability of recording layer (21/57- 
23/35). 

In addition to the basis set forth above, it would have been obvious to modify the media 
rendered obvious by JP 10-188339, in view of Sano et al. JP 06-044608 by adding a stabilizer 
(quencher) to improve the stability of the cyanine dyes based recording layer as taught by Sato et 
al. '839. Further, it would have been obvious to one skilled in the art to modify the resulting 
example by using a butyl moiety as the N substitutent on the benzoxazole moiety and replacing 
the other benzoxazole moiety with either an indolene or benzodiazole moiety with a methyl 
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and/or ethyl moieties as the N substituted based upon the direction in formula I of JP 10-188339 
and the direction within Sato et al. '839 that this increases the solubility of the dyes. 
7. Claims 1-3,5 and 7-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either of Bemeth et al. '807, in view of JP 10-188339. 

Berneth et al. '807 teach optical recording media read from the side opposite the substrate 
which increases the resolution (near field recording) [0010-001 1,0018]. The use of cyanine dyes 
in the recording layer is disclosed [0024]. The recording takes place between 360 and 460 nm 
with a high NA. [0018]. Embodiment 7 uses a trimethine cyanine dye, have the recording layer 
on the substrate, a 40 nm silicon dioxide dielectric layer (12) applied to that and a protective 
layer adhered via an adhesive layer and was recorded on using a 405 nm laser from the light 
transmitting layer side [0031 -003 8,0040-0044,page 7]. The dielectric layer protects the recording 
layer. 

It would have been obvious to one of ordinary skill in the art to modify the examples of 
s Berneth et al. '807 by using other trimethine cyanine dyes embraced by formula I within JP 10- 
18, including those exemplified or rendered obvious by JP 10-188339 as discussed above with a 
reasonable expectation of forming a medium useful with a 405 nm laser as shown in example 7 
Further, it would have been obvious to record on the resulting media using lasers emitting in the 
380-425 nm range, particularly the 405 nm laser exemplified. 

In addition to the basis above, the examiner notes that the dye used in example 7 differs 
from those tested by the applicant in table 1 of the instant specification. The Dye used is a 
benzothiozole analog of dye AC-1 . If the applicant can show a difference when these are used 
ina declaration, the rejection made be obviated. The examiner notes that there is no showing for 
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Dye AC-1 or any of the asymmetric dyes exemplified by the applicant in table 1 . The applicant 
argues that a wide range of dyes are disclosed in Berneth et al. '807, but neglects that there is a 
specific example which presents an opportunity for comparative data. 
8. Claims 1-3 and 5-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
either of Berneth et al '807, in view of JP 10-188339, further in view of Sato et al. '839 and Sabi 
et al. EP 1103962. 

Sabi et al. EP 1 103962 teaches a topside accessed optical recording medium having the 
structure shown in the figures. A dielectric layer is provided between the recording layer and the 
protective layer to prevent the dissolution/damage of the recording layer during coating of the 
UV curing resin protective layer [001 1,0042]. Adjustment of the thickness of the dielectric layer 
can also be used to optimize the signal amplitude [0064]. 

In addition to the basis set forth above, it would have been obvious to modify the media 
rendered obvious by the combination of Berneth et al. '807 and JP 10-188339 by adding a 
stabilizer (quencher) to improve the stability of the cyanine dyes based recording layer as taught 
by Sato et al. '839. Further, it would have been obvious to one skilled in the art to modify the 
resulting example by using a butyl moiety as the N substitutent on the benzoxazole moiety and 
replacing the other benzoxazole moiety with either an indolene or benzodiazole moiety with a 
methyl and/or ethyl moieties as the N substitutent based upon the direction in formula I of JP 10- 
188339 and the direction within Sato et al. '839 that this increases the solubility of the dyes and 
further the evidence in Sabi et al. EP 1 103962 describes the damage/degradation of the recording 
layer by direct application of the protective layer upon I and that the use of a dielectric interlayer 
solves this problem. 
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9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Kamezaki et al. JP 03-146393 teach the use of cyanine dyes in the examples, including 
the benzooxazole trimethine dye (1) in the lower right column on page 3. The N substitutents are 
both ethyl and the counter ion iodine. 

Tominaga et al. JP 10-168450 teach the use of cyanine dyes including indolene, 
benzooxazole dyes embraced by formula 19, where the counterions can be I- and the like. The N 
substituents can be Cmo alkyl. [0032-0034]. A trimethine indolene dyes is shown in formula 20 
[0041] and an oxazole dyes is shown in formula 22, where the N substituted is propyl [0048- 
0050]. 

JP 60-204395 teaches the provision of a silicon dioxide layer on both sides of the cyanine 
dye based recording layer. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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